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4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 03 Claim(s) 1,2,5-12, 17 and 18 is/are rejected. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . In response to the previous office action, Applicant has amended claims 1 , 9, and 
12. Claims 1, 2, 5-12, 17, and 18 have been examined. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 , 2, and 5-1 1 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1 and 9 each recite a network element (see preambles) that comprises an 
interface unit that transmits an attachment signal to the network element. Since the 
network unit isn't sending a signal to itself, the interface unit should reside outside the 
network element. Since it is unclear whether or not the interface unit is part of the 
invention, the scopes of the claims as written are indefinite. 

Claims 2, 5-8, 10, and 1 1 depend from rejected claims 1 and 9, and include all 
the limitations of those claims, thereby rendering those dependent claims indefinite. 

For purposes of the prior art search, it is being presumed that the attachment 
signal is actually being sent to the external unit, rather than received from it. 
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Claim Rejections - 35 (JSC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

3. Claims 1, 5, 8, 9, 11, and 12 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent No. 5,935,249 to Stern et al. 

As per claims 1 , 9, and 12, Stern discloses the use of a computer (the external 
unit) connected to a Java Enabled Network Device (the network element) that 
downloads drivers such as Java applets from a server and only implements those that 
are determined by the standard Java libraries to have valid digital signatures before 
being made available to the computer (see column 10, lines 29-48 and figure 7). The 
computer contains the "restricted library," to which drivers may be sent and executed. 
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The local Java applet is playing the role of a proxy for the server, responding to specific 
requests of the server as if they had gone over the network and returned from the 
server (see column 10, lines 49-52). The network connections conform to the OSI Data 
Layer Model (see column 1 , lines 20-22), wherein the format of a transmission is 
inherently modified at various transmission layers. Java is a type of Application 
Programming Interface. Since the device sends a request for such objects to a network 
server, the network address inherently must be sent as part of the request (the address 
is in Destination address of the Request packets; the server must also have an address 
to which it should send a reply) (see column 1 1 , lines 1 3-31 ). Upon the booting of the 
network element, a signal may be sent to the computer demanding user authentication, 
resulting in the transmission of a user cryptographic key to the computer, enabling use 
of the network element by the user, such as download requests (see column 13, lines 
52-57). Tokens (drivers), embodied as applets, requested may also be installed on the 
network element itself, controlling and monitoring traffic between the computer and the 
server (see column 9, lines 17-24 and 42-48). 

Regarding claim 5, functional Java applets are inherently transmitted in their 
compiled form as byte-oriented tokens. 

Regarding claim 8, a Java applet that is listening to IP traffic must necessarily 
receive data in a particular format. 

Regarding claim 1 1 , the Network Device may store objects for use by clients (see 
column 12, lines 12-18); in that embodiment, it constitutes a server. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2, 6, 7, and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,935,249 to Stern et al. 

Regarding claims 2 and 10, Stern does discloses the use of a portable computer, 
but does not disclose the use of wireless connections. 

Official notice is given that it is well-known in the art to employ wireless 
networking with portable computers, in order to provide greater mobility. 

Therefore it would have been obvious to one of ordinary skill in the art to modify 
the invention of Stern by using wireless networking, as is well-known in the art, in order 
to provide greater mobility. 

Regarding claims 6 and 7, Stern discloses that a signature must be associated 
with a particular vendor or application provider, but does not disclose the use of a 
character string signifying that vendor in the signature generation. Stern further 
discloses the use of hashes using a manufacturer's key for signature generation (see 
column 6, lines 3-23). 
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Official notice is given that the use of character strings as identifying information 
is well-known in the art, as strings may be used to uniquely identify a sender. 

Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to use character strings as identifying information in digital 
signatures, as is well-known in the art, in order to uniquely identify a sender. 

5. Claims 17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 5,935,249 to Stern et al. as applied to claims 1 and 9 and further in 
view of U.S. Patent No. 6,157,966 to Montgomery et al. 

Stern does not disclose what kind of system the host computer is. 

Montgomery discloses the use of smart cards as computers for storing programs 
and executing them using its microcontroller via a terminal (see column 1, line 55 to 
column 2, line 19) and further notes that this allows for smart cards to be used for such 
applications as electronic games (see column 1 , lines 13-20). 

Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to implement the invention of Stern by using a smart card as the 
host computer, as disclosed by Montgomery, as this allows for smart cards to be used 
for such applications as electronic games using its own microcontroller. 



Response to Arguments 
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6. Applicant's arguments filed 13 September 2005 have been fully considered but 
they are not persuasive. 

Regarding Applicants argument that Stern does not disclose drivers in the 
network element, in the examination of a patent application, the meanings of claim 
terms are given their broadest reasonable interpretation in light of Applicant's 
specification. See In re Hyatt 21 1 F.3d 1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 
2000), Phillips v. AWH Corp., 415 F.3d 1303, 1312-17 (Fed. Cir. 2005) (en banc). Stern 
discloses an application in the network element that monitors traffic between the server 
and external unit and react accordingly, as described above; a driver capable of such 
functionality constitutes a driver. 

Regarding Applicant's argument that Stern's invention does not use an address 
being passed to the network element for a download, it is noted that, since the external 
device is interfacing to the network element as it would a server and since the network 
element is being used as a proxy for a server, the external device must therefore sends 
it download request as though it is a request to the server itself. Any such request must, 
therefore, include some addressing information intended for the server being accessed. 
By simply relaying the address of the server as received from the external unit, the 
interface unit of the network element provides an address. 

Regarding Applicant's argument that the use of addresses in data transfers is not 
inherent, Evidence of the inherency of addresses being used in data transfers is given 
in Postel et al., RFC 959, Tile Transfer Protocol (FTP)," 1985. Postel discloses that a 
connection is defined by the addresses, and the "PORT" filed is used for that address. 
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See p. 19, Section 3.3, second paragraph. The FTP transfer is initiated using the 
address of the other endpoint; the Examiner is unaware of any protocol for accessing a 
random server that does not do likewise. 

Regarding Applicant's argument that Montgomery's smartcard is not a computer, 
it is noted that the smartcard can run programs, as Applicant has argued. It therefore 
constitutes a computer. 

Regarding Applicant's argument that one skilled in the art would not be motivated 
to combine Stern and Montgomery, it is noted that Stern is not specific about which type 
of computer should be used as the external device, and the external device may be 
used to play games (see column 10, lines 44-46); Montgomery's smartcard runs Java 
(see column 6, lines 19-21). The inventions are sufficiently analogous that one skilled in 
the art would see a benefit in combining them. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew E. Heneghan, whose telephone number is 
(571 ) 272-3834. The examiner can normally be reached on Monday-Friday from 8:30 
AM - 4:30 PM Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron, can be reached at (571) 272-3799. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
P.O. Box 1450 
Alexandria, VA 2231 3-1 450 
Or faxed to: 

(571)273-3800 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
2100. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



MEH y/ffff 

November 3, 2006 




_ 

GILBERTO BARRON .T*. 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



